COMPANYNAME1

TECHNOLOGY DEVELOPMENT AND LICENSE AGREEMENT

[NOTE: THIS FORM IS TO BE USED WHEN REPRESENTING THE LICENSOR]


This Technology Development and License Agreement (this "Agreement") is entered into effective as of __________, 20__, between:  (i) COMPANYNAME1, a California corporation (the "Licensor"); and (ii) COMPANYNAME2, a __________ corporation (the "Licensee").


The Licensor has developed and owns certain technology relating to ________________________ _________________________________________________________________________________.


The parties desire:  (i) to have the Licensor develop for the Licensee the Licensed Product (as defined below) based on such technology; and (ii) to have the Licensor grant to the Licensee a certain license with respect thereto; all for the consideration and on the terms and conditions set forth in this Agreement.


ACCORDINGLY, THE PARTIES HEREBY AGREE AS FOLLOWS:

SECTION 1.  DEFINITIONS.  As used in this Agreement, the following capitalized terms shall have the following respective definitions (unless the context requires otherwise):


1.1  Confidentiality Agreement.  The term "Confidentiality Agreement" means [the Confidentiality Agreement entered into between the Licensor and the Licensee effective as of __________, ____][any confidentiality agreement, non-disclosure agreement, or similar agreement that may have been previously entered into between the Licensor and the Licensee].


1.2  Copyrighted Materials.  The term "Copyrighted Materials" means any and all writings, drawings, and other documents containing a copyright notice of the Licensor which are part of the Deliverables.


1.3  Deliverables.  The term "Deliverables" means the deliverables to be delivered by the Licensor to the Licensee pursuant to this Agreement as more specifically described on the Schedule of Deliverables.  The term "Deliverables" shall not include any of the items which are set forth on the Schedule of Deliverables as being expressly excluded from the Deliverables.


1.4  Intellectual Property Rights.  The term "Intellectual Property Rights" means any and all intellectual property rights throughout the world, including without limitation any and all patents, patent applications, copyrights, copyright applications, moral rights, trademarks, trade secret rights, rights to know-how, inventions, and algorithms, and any and all similar or equivalent rights throughout the world.


1.5  Licensed Product.  The term "Licensed Product" means the _____________________________ ___________________________________________________________ to be developed by the Licensor for the Licensee pursuant to this Agreement.


1.6  Licensee Specifications.  The term "Licensee Specifications" means the Specifications prepared by the Licensee for the Licensed Product [attached hereto as Exhibit __] [set forth in a document entitled "____________________________" and dated ___________, ____] and incorporated herein by this reference.


1.7  Licensor's Trademarks.  The term "Licensor's Trademarks" means the Licensor's trademarks listed on the Schedule of Trademarks and any other trademarks related to the Deliverables which the Licensor may specify in writing from time to time.


1.8  Milestones.  The term "Milestones" means the milestones for development and delivery of the Deliverables under this Agreement as specified on the Schedule of Milestones.


1.9  Patent Applications.  The term "Patent Applications" means any and all patent applications which the Licensor has filed or may in the future file with respect to any inventions described in or related to any of the Deliverables.


1.10  Qualified Sublicensee.  The term "Qualified Sublicensee" means a person which meets such reasonable requirements as the Licensor may specify in writing to the Licensee from time to time.


1.11  Schedule of Deliverables.  The term "Schedule of Deliverables" means the Schedule of Deliverables attached hereto as Exhibit ___ and incorporated herein by this reference.


1.12  Schedule of Milestones.  The term "Schedule of Milestones" means the Schedule of Milestones attached hereto as Exhibit ___ and incorporated herein by this reference.


1.13  Schedule of Trademarks.  The term "Schedule of Trademarks" means the Schedule of Trademarks attached hereto as Exhibit ___ and incorporated herein by this reference.


1.14  Term of the License.  The term "Term of the License" has the meaning assigned to such term in Section 10.3 of this Agreement..


1.15  Territory.  The term "Territory" means the following territory: ________________________________________________________________________________.

SECTION 2.  THE LICENSE.


2.1  Grant of the License.  Subject to the terms and conditions hereof, the Licensor hereby grants to the Licensee a non-exclusive, royalty-bearing, nontransferable license to use the Deliverables to make, have made, and sell the Licensed Product within the Territory during the Term of the License (the "License").  The License shall include the right to sublicense the right to use the Deliverables within the Territory subject to and in accordance with Section 2.3 of this Agreement.


2.2  Limitations on the License.  The License does not include and the Licensee shall not have the right to use any part of the Deliverables to design, develop, make, have made, or sell any products other than the Licensed Product, except to the extent which may be provided in any separate written agreement between the Licensor and the Licensee.  Any breach of this provision shall be deemed to be a material breach of this Agreement.


2.3  Right to Sublicense.  The Licensee shall only have the right hereunder to sublicense to Qualified Sublicensees within the Territory the right to use the Deliverables within the Territory; provided however, that:  (i) each such Qualified Sublicensee shall only use the Deliverables to make, have made, and sell the Licensed Product within the Territory during the Term of the License; (ii) each such Qualified Sublicensee enters into a Technology License Agreement between the Licensor, the Licensee, and such Qualified Sublicensee containing terms and conditions substantially similar to the terms and conditions of this Agreement and in form and substance approved by the Licensor; and (iii) each such Qualified Sublicensee shall not, and does not have the right to, grant to third persons sublicenses with respect to the Deliverables.


2.4  Trademarks.  Subject to Section 2.5, the License includes the right to use the Licensor's Trademarks in connection with the marketing and sale of the Licensed Product and the sublicensing of the Deliverables within the Territory during the Term of the License; provided that the Licensee's use of the Licensor's Trademarks shall comply with:  (i) the instructions for use set forth on the Schedule of Trademarks; and (ii) such other reasonable rules and requirements specified in writing by the Licensor from time to time.  The Licensee hereby acknowledges and agrees that:  (i) the Licensor owns the exclusive right, title, and interest in and to the Licensor's Trademarks; (ii) the Licensee shall not at any time do or cause to be done any act or thing contesting or in any way impairing or tending to impair any part of such right, title, and interest; (iii) the use by the Licensee of the Licensor's Trademarks shall inure to the benefit of and be on behalf of the Licensor; (iv) the Licensee shall not acquire any ownership interest in the Licensor's Trademarks; (v) the Licensee shall not at any time in any manner represent that the Licensee has any ownership interest in the Licensor's Trademarks; and (vi) if requested by the Licensor, the Licensee shall cooperate with and assist the Licensor in recording this Agreement with the appropriate government authorities.


2.5  Quality Standards.  The Licensee acknowledges and agrees that the nature and quality of all goods and services provided by the Licensee in connection with the use of the Licensor's Trademarks and all related advertising, promotional, and other related uses of the Licensor's Trademarks shall conform to quality standards established by and specified in writing by the Licensor from time to time.  The Licensor shall be the sole judge of whether or not the Licensee has met or is meeting the quality standards so established.  In the event that the Licensee fails to meet such quality standards in any material respect, then the Licensor shall have the right to terminate the Licensee's right to use the Licensor's Trademarks upon written notice thereof to the Licensee.  The Licensee shall cooperate with the Licensor and permit the Licensor's authorized representatives to inspect the operations of the Licensee relating to the manufacture and sale of the Licensed Product at all reasonable times for the purposes of determining compliance with the provisions hereof.  The Licensee shall provide to the Licensor samples of all literature, brochures, signs, and advertising material which were prepared by or on behalf of the Licensee and which bear any of the Licensor's Trademarks.  The Licensee shall obtain the approval of the Licensor with respect to all such literature, brochures, signs, and advertising material bearing any of the Licensor's Trademarks prior to any use thereof.


2.6  Outside the Territory.  The Licensee and the Qualified Sublicensees acknowledge that they do not have the right to, and agree that they shall not, utilize any of the Deliverables outside of the Territory for any purpose whatsoever, except to the extent which may be provided in any separate written agreement between the Licensor and the Licensee.


2.7  Copyright Notices.  The Licensee shall ensure that any copy of any of the Copyrighted Materials that is distributed by or on behalf of the Licensee to a third party shall bear the Licensor's copyright notice.


2.8  Patent Marking.  In the event that any patent issues with respect to any of the Patent Applications, then the Licensee shall comply promptly with such reasonable rules and requirements specified in writing by the Licensor from time to time relating to patent marking.


2.9  Modification of the Deliverables.  [provisions relating to whether or not the Licensee has the right to modify the Deliverables]  The License shall not modify the Deliverables or make any changes in the design of the Licensed Product without the express prior written consent of the Licensor[, which consent shall not be unreasonably withheld, delayed, or conditioned] [, which consent may be withheld in the Licensor's sole discretion].

SECTION 3.  DEVELOPMENT; DELIVERY; TRAINING AND TECHNICAL SUPPORT.


[3.1  Delivery of the Licensee Specifications.  The Licensee shall deliver to the Licensor the completed Licensee Specifications on or prior to __________, 20__ (the "Scheduled Specifications Delivery Date").  The actual date on which the Licensee delivers to the Licensor the completed Licensee Specifications shall be referred to in this Agreement as the "Actual Specifications Delivery Date".]

3.2  Development and Delivery of the Deliverables.  The Licensor shall develop the Deliverables according to the Milestones and based on the Licensee Specifications.  The schedule for the development and delivery of the Deliverables is described on the Schedule of Milestones.  Each date on the Schedule of Milestones shall be adjusted appropriately to the extent that the Actual Specifications Delivery Date is after the Scheduled Specifications Delivery Date.


3.3  Cooperation and Assistance by the Licensee.  The Licensee shall cooperate with and assist the Licensor in obtaining any information from the Licensee needed in order for the Licensor to be able to develop the Deliverables.  In the event that there is any delay in obtaining from the Licensee any such needed information, then each date on the Schedule of Milestones shall be adjusted appropriately to the extent of such delay.


3.4  Additional Time.  In the event that the Licensor uses commercially reasonable efforts to complete the development and delivery of the Deliverables as specified in Section 3.2 but the Licensor is unable to complete such development and delivery as so specified, then:  (i) the Licensor shall immediately notify the Licensee in writing of the status of such development and delivery; (ii) [the Licensor shall immediately deliver to the Licensee all of the individual items of the Deliverables which have been completed]; and (iii) the Licensor shall have an additional ______ days to complete the development and delivery to the Licensee of the rest of the completed deliverables.


3.5  Acceptance of the Deliverables.  Upon delivery of the completed Deliverables to the Licensee (the "Completed Deliverables Delivery Date"), the Licensee shall have ___ days thereafter to evaluate the Deliverables to determine if the Deliverables conform to the Licensee Specifications.  On or before the end of such ___-day period, the Licensee shall either:  (i) notify the Licensor in writing that the Licensee accepts the Deliverables as delivered; or (ii) notify the Licensor in writing that the Licensee believes that the Deliverables do not conform to the Licensee Specifications and specify the claimed non-conforming items.  In the later event, the Licensor shall use commercially reasonable efforts to correct all such claimed non-conforming items within ___ days after the Licensor receives such notice of non-conformance.


3.6  Nonacceptance of the Deliverables.  In the event that either:  (i) the Licensor fails to deliver the completed Deliverables as required by Sections 3.2 and 3.4 as applicable; or (ii) the Licensor delivers the completed Deliverables but does not correct the non-conforming items identified by the Licensee pursuant to Section 3.5 above within the time allowed by Section 3.5 above; then the Licensee shall have the option to do either of the following:


3.6.1  Return and Terminate.  Return all of the Deliverables to the Licensor and terminate the License as provided under Section 10.4.


3.6.2  Acceptance of Incomplete Delivery.  Accept incomplete delivery of the Deliverables and continue this Agreement under the terms applicable thereto ("Acceptance of Incomplete Delivery").


3.7  Training.  At no additional charge, the Licensor shall provide to the Licensee the following training regarding the Deliverables: ____________________________________________________________________.  Any additional training regarding the Deliverables shall be done at such times, in such manner, and for such fees and charges as the parties may mutually agree upon in writing from time to time.


3.8  Technical Support.  At no additional charge, the Licensor shall provide to the Licensee during the [Initial Term] the following technical support regarding the Deliverables: ________________________________________________________________________________________.  Any additional technical support regarding the Deliverables shall be done at such times, in such manner, and for such fees and charges as the parties may mutually agree upon in writing from time to time.

SECTION 4.  CONSIDERATION FOR DEVELOPMENT AND LICENSE.


4.1  Development Fees.  As consideration for the Licensor's development of the Deliverables as provided in this Agreement, the Licensee shall pay to the Licensor the following Development Fees in installments due as specified:


4.1.1  Execution of this Agreement.  The Licensee shall pay to the Licensor the amount of $__________ [simultaneously with the execution of this Agreement] [within __ days after the date of this Agreement].


4.1.2  Completed Deliverables Delivery Date.  The Licensee shall pay to the Licensor the amount of $_________ [within ___ days after the Completed Deliverables Delivery Date].


4.1.3  Acceptance of the Deliverables.  The Licensee shall pay to the Licensor the amount of $_________ [within ___ days after the Licensee accepts the Deliverables as provided in Section 3.5 above or Section 3.6.2 above].


4.1.4  [Any other development fee payments].


4.2  Quarterly Royalty.  Subject to the terms and conditions hereof, for each calendar quarter during the Term of the License, the Licensee shall pay to the Licensor, on or prior to __ days after the end of such calendar quarter, a quarterly royalty payment in an amount equal to [___% of the Net Sales (as defined below) during such calendar quarter] [$___ for each Licensed Product [manufactured/sold] by or on behalf of the Licensee or a Qualified Sublicensee during such calendar quarter].  All amounts payable to the Licensor under this Agreement shall be paid to the Licensor in U.S. dollars without any offset, deduction, or withholding.  In the event that any amount payable to the Licensor under this Agreement is not paid when due, then the Licensee shall thereafter pay to the Licensor a late payment charge of the lesser of:  (i) one and one-half percent (1 1/2%) per month; or (ii) the maximum charge permitted by applicable law; on all such amounts until such amounts are paid in full.

4.3  Net Sales.  As used herein, the term "Net Sales", with respect to a calendar quarter, means the net sales with respect to all Licensed Products [manufactured/sold] by or on behalf of the Licensee or a Qualified Sublicensee during such calendar quarter.  [+ provisions if the Licensed Product is sold as part of a package]

4.4  Quarterly Report.  On or prior to __ days after the end of each calendar quarter during the Term of the License, the Licensee shall deliver to the Licensor a written quarterly report (the "Quarterly Report") detailing the calculation of the quarterly royalty payment for such calendar quarter.  The Quarterly Report shall be certified to be accurate by an officer of the Licensee.  The Quarterly Report shall contain such information in such format as the Licensor may reasonably specify from time to time; and at a minimum, the Quarterly Report shall specify the following information with respect to such calendar quarter:  _________________________________________ __________________________________________________________________________________________.


4.5  Books, Records, and Reports.  The Licensee shall keep complete, detailed, and accurate books and records with respect to all transactions regarding the Deliverables and the Licensed Products.  Promptly after any reasonable request therefor by the Licensor from time to time, the Licensee shall provide to the Licensor (or the Licensor's agents) such information, evidence, and/or reports regarding the Deliverables and the Licensed Products (including without limitation such information as is reasonably necessary in order to ascertain the accuracy of the information provided in the Quarterly Reports), in such manner, form, and substance as may be reasonably requested by the Licensor.


4.6  Right to Audit.  The Licensor shall have the right to hire an independent auditor to audit the books and records of the Licensee with respect to all transactions regarding the Deliverables and the Licensed Products in accordance with the following provisions:  (i) the Licensee shall be given written notice of such audit at least __ days prior to the commencement thereof; (ii) such audit shall be conducted during normal business hours; (iii) the Licensor may exercise this right to audit no more frequently than once every 12 months; (iv) the independent auditor shall be either:  (a) one of the big four accounting firms; or (b) such other firm as may be reasonably acceptable to the Licensee; (v) the independent auditor shall agree in writing to maintain the confidentiality of all information received in such audit except that the independent auditor shall disclose to the Licensor any information relating to the Deliverables, the Licensed Products, and the royalties payable to the Licensor under this Agreement; (vi) the independent auditor shall be allowed to examine and audit all books, records, and accounts as may under recognized accounting practices contain information bearing upon the amount of royalties payable to the Licensor under this Agreement; (vii) the Licensee agrees to cooperate fully with any such audit; (viii) the parties agree to accept as final and binding any rulings and findings by such auditor and to pay promptly any amounts due to the other party with respect to any period audited; and (ix) the fees of such independent auditor shall be paid by the Licensor unless the audit shows a shortfall in amounts received by the Licensor of at least $__________; in which case the Licensee shall reimburse the Licensor promptly for the reasonable costs and expenses of such audit, including accountants' and attorneys' fees incurred therewith.

SECTION 5.  REPRESENTATIONS AND WARRANTIES OF THE LICENSOR.


The Licensor hereby represents and warrants to the Licensee and covenants with the Licensee as follows:


5.1  Duly Organized.  The Licensor is duly organized, validly existing, and in good standing under the laws of the State of its organization, and this Agreement has been duly authorized by all necessary corporate or other entity action.


5.2  Valid and Binding.  This Agreement is the legal, valid, and binding obligation of the Licensor, enforceable against the Licensor in accordance with its terms.


5.3   Ownership; License.  To the best of the Licensor's knowledge, the Licensor owns the Deliverables and has all rights necessary to grant the License as provided for herein.


5.4  Infringement.  To the best of the Licensor' knowledge, the use of the Deliverables as contemplated by this Agreement will not infringe on any intellectual property rights of any third party.

[BARE BONES INFRINGEMENT OBLIGATION OF THE LICENSOR; IF REPRESENTING LICENSOR THEN USE THIS IN FIRST DRAFT IF THERE IS TO BE ANY INFRINGEMENT OBLIGATION]


5.5  Claim of Infringement.  The Licensor hereby agrees to defend the Licensee from, and pay any resulting judgment with respect to, any claim by a third party that the use of the Deliverables as contemplated by this Agreement constitutes a direct infringement of any United States patent, trademark, or copyright owned by such third party; provided that:  (a) the Licensee shall notify the Licensor promptly in writing of any such claim made against the Licensee which may be covered by this Section 5.5 (and in any event with ___ days after the Licensee first becomes aware of such claim); (b) the Licensor shall be allowed by the Licensee to defend such infringement suit; (c) the Licensee shall cooperate with the Licensor in the defense thereof; (d) the Licensor shall not be responsible for any settlement or compromise made without the Licensor's written consent; and (e) the Licensor shall not be responsible for or have any liability hereunder with respect to any such claim if the infringement relates to the fact that the Deliverables were developed to conform to the Licensee Specifications.  [The aggregate liability of the Licensor under this Section 5.5 shall be limited to the aggregate amount of all payments actually made by the Licensee to the Licensor under this Agreement from time to time.]

[MORE COMPREHENSIVE INDEMNIFICATION OBLIGATION OF THE LICENSOR]


[5.5  Indemnification.  The Licensor hereby agrees to indemnify, defend, and hold harmless the Licensee and the Licensee's officers, directors, shareholders, agents, attorneys, successors, and assigns (collectively, as used in this paragraph, the "Indemnified Parties"), against and from all losses, claims, demands, causes of action, obligations, damages, judgments, expenses, and liabilities of any kind (including reasonable attorneys' fees), that may be imposed on, incurred by, or asserted against any Indemnified Party resulting from, arising out of, or relating to any of the following:  (1) any breach by the Licensor of any representations, warranties, covenants, or agreements contained in this Agreement or any of the documents contemplated hereby; or (2) any claim that any part of the Deliverables infringes any patent, trademark, copyright, trade secret, or any other intellectual property right of any third party; provided that:  (a) the Licensee shall notify the Licensor promptly in writing of any such claim made against the Licensee which may be covered by this Section 5.5 (and in any event with ___ days after the Licensee first becomes aware of such claim); (b) the Licensor shall be allowed by the Licensee to defend such infringement suit; (c) the Licensee shall cooperate with the Licensor in the defense thereof; (d) the Licensor shall not be responsible for any settlement or compromise made without the Licensor's written consent; and (e) the Licensor shall not be responsible for or have any liability hereunder with respect to any such claim if the infringement relates to the fact that the Deliverables were developed to conform to the Licensee Specifications.]

SECTION 6.  REPRESENTATIONS AND WARRANTIES OF THE LICENSEE.


The Licensee hereby represents and warrants to the Licensor and covenants with the Licensor as follows:


6.1  Duly Organized.  The Licensee is duly organized, validly existing, and in good standing under the laws of the State of its organization, and this Agreement has been duly authorized by all necessary corporate or other entity action.


6.2  Valid and Binding.  This Agreement is the legal, valid, and binding obligation of the Licensee, enforceable against the Licensee in accordance with its terms.


6.3  Insurance.  The Licensee shall at all times during the Term of the License, at its own expense carry comprehensive general liability insurance with a policy limit of at least $__________, including general blanket contractual coverage, with a severability of interest endorsement or its equivalent, covering liability for bodily injury, including death, and property damage.  The Licensor shall be named as an additional insured on the general liability insurance.  The Licensee shall deliver to the Licensor the original policy or policies of insurance, certificates of insurance, or other evidence satisfactory to Licensor of such insurance and the payment of the premium therefor.  The Licensee shall provide the Licensor with such proof of insurance to evidence the extension, renewal, or replacement of insurance which is going to expire or be canceled at least 30 days before the date of expiration or cancellation of such insurance.  All such insurance shall provide for at least 30 days advance written notice to the Licensor before any cancellation or material modification thereof.  The proceeds of any general liability or property damage insurance shall be payable first to or for the benefit of the Licensor to the extent of the Licensor's liability, if any, and the balance, if any, to or for the benefit of the Licensee.


6.4  Claim of Infringement.  The Licensee hereby agrees to defend the Licensor from, and pay any resulting judgment with respect to, any claim by a third party that the use of the Deliverables as contemplated by this Agreement constitutes a direct infringement of any United States patent, trademark, or copyright owned by such third party if the infringement relates to the fact that the Deliverables were developed to conform to the Licensee Specifications.


[6.4  Indemnification.  The Licensee hereby agrees to indemnify, defend, and hold harmless the Licensor and the Licensor's officers, directors, shareholders, agents, attorneys, successors, and assigns (collectively, as used in this paragraph, the "Indemnified Parties"), against and from all losses, claims, demands, causes of action, obligations, damages, judgments, expenses, and liabilities of any kind (including reasonable attorneys' fees), that may be imposed on, incurred by, or asserted against any Indemnified Party resulting from, arising out of, or relating to any of the following:  (i) the conduct or operation of the Licensee's business; (ii) any breach by the Licensee of any representations, warranties, covenants, or obligations contained in this Agreement; or (iii) any claim by a third party that the use of the Deliverables as contemplated by this Agreement constitutes a direct infringement of any United States patent, trademark, or copyright owned by such third party if the infringement relates to the fact that the Deliverables were developed to conform to the Licensee Specifications.]

SECTION 7.  DISCLAIMER OF WARRANTY AND LIMITATION OF LIABILITY.


7.1  Disclaimer of Warranty.  EXCEPT AS EXPRESSLY PROVIDED IN SECTION 5 OF THIS AGREEMENT, THE DELIVERABLES ARE BEING PROVIDED TO THE LICENSEE ON AN "AS-IS" BASIS WITHOUT ANY WARRANTY OF ANY KIND, INCLUDING ALL IMPLIED WARRANTIES AND INCLUDING WITHOUT LIMITATION ALL WARRANTIES REGARDING CONDITION, MERCHANTABILITY, FITNESS FOR A PARTICULAR PURPOSE, TITLE, AND NONINFRINGEMENT.


7.2  Limitation of Liability.  IN NO EVENT SHALL THE LICENSOR BE LIABLE FOR ANY SPECIAL, EXEMPLARY, PUNITIVE, INCIDENTAL, OR CONSEQUENTIAL DAMAGES OF ANY KIND (INCLUDING WITHOUT LIMITATION LOST PROFITS OR LOST SAVINGS), WHETHER BASED IN CONTRACT, TORT, OR OTHERWISE, WHICH ARISE OUT OF OR ARE IN ANY WAY CONNECTED WITH ANY USE OF THE DELIVERABLES, EVEN IF THE LICENSOR HAS BEEN ADVISED OF THE POSSIBILITY OF SUCH DAMAGES.  IN NO EVENT SHALL THE LICENSOR'S AGGREGATE LIABILITY TO THE LICENSEE UNDER THIS AGREEMENT FOR ANY CAUSE WHATSOEVER BE GREATER THAN THE AGGREGATE AMOUNT PREVIOUSLY PAID BY THE LICENSEE TO THE LICENSOR UNDER THIS AGREEMENT.  THE LIMITATIONS SET FORTH IN THIS SECTION 7 ARE A FUNDAMENTAL ELEMENT OF THE BARGAIN BETWEEN THE LICENSOR AND THE LICENSEE, AND THE LICENSOR WOULD NOT PROVIDE THE DELIVERABLES ON ANY DIFFERENT TERMS.


7.3  Validity and Enforceability.  The Licensor makes no representation regarding whether or not a patent will issue with respect to any of the Patent Applications, and if such a patent issues, regarding the validity or enforceability of such patent.  The Licensor shall have no liability to the Licensee, including no liability to refund or return any development fees or royalties paid hereunder, in the event that:  (i) a patent fails to issue with respect to any of the Patent Applications; or (ii) if a patent issues and such patent ever becomes invalid or unenforcable.  The Licensee acknowledges that the value to the Licensee of the Deliverables and the License will not be affected in any material respect by whether or not a valid and enforceable patent ever issues with respect to any of the Patent Applications.

SECTION 8.  OWNERSHIP.


8.1  Intellectual Property Rights.  The parties hereby acknowledge and agree that the Licensor and/or its lessors and licensors own the Deliverables and all of the Intellectual Property Rights in and relating thereto.


8.2  Not a Work Made For Hire.  The parties hereby acknowledge and agree that the Deliverables are not a "work made for hire", as that term is defined in the United States Copyright Act (17 USCA, Section 101), and that the Deliverables are not a "work made for hire" for the purposes of any other law relating to any Intellectual Property Rights.


8.3  No Obligation to Prosecute, Etc.  The Licensor shall have no obligation to prosecute, defend, maintain, or enforce any patents or patent rights which may issue with respect to any of the Patent Applications  Any such prosecution, defense, maintenance, or enforcement shall be done in the Licensor's sole discretion.

SECTION 9.  CONFIDENTIAL INFORMATION.


9.1  Definitions.  As used in this Agreement, the term "Confidential Information" means the Deliverables and all business, technical, and other information (including without limitation, all product, services, financial, marketing, engineering, research, and development information, product specifications, technical data, data sheets, programs, software, inventions, processes, know-how, chip designs, mask works, designs, drawings, and any other documentation), disclosed from time to time by the Licensor to the Licensee either directly or indirectly in any manner whatsoever (including without limitation, in writing, orally, electronically, in all types of disks, diskettes, computer memory or storage, or other media, or by drawings or inspection of physical items, and whether or not modified or merged into other materials).  The term "Representatives" of the Licensee means the directors, officers, employees, agents, attorneys, accountants, financial advisors, and other representatives of the Licensee.  The term "Confidential Information" shall also include all analyses, compilations, studies, or other documents prepared by the Licensee or its Representatives which contain or otherwise reflect any Confidential Information or the Licensee's review of, or interest in, the Deliverables.  The term "person" as used herein shall be interpreted broadly to include without limitation any individual, corporation, partnership, company, or governmental agency or body.


9.2  Disclosure.  Except to the extent necessary in order to use the Deliverables to make and have made the Licensed Product and to sublicense to Qualified Sublicensees within the Territory during the Term of the License, the Licensee agrees not to disclose any Confidential Information to any person and agrees to use the Licensee's best efforts to prevent inadvertent disclosure of any Confidential Information to any person.  Without limiting the generality of the preceding sentence, the Licensee agrees to treat the Confidential Information with at least the degree of care that the Licensee treats similar information of its own.


9.3  Use.  The Licensee agrees not to use any Confidential Information for any purpose whatsoever except to the extent necessary in order to use the Deliverables to make and have made the Licensed Product and to sublicense to Qualified Sublicensees within the Territory during the Term of the License.  The Licensee agrees not to disclose the Confidential Information to any of its Representatives except Representatives who are required to have the Confidential Information in connection with such purpose, and then only if in compliance with Section 9.6 hereof.


9.4  Termination of Confidentiality Obligations.  The obligations of Section 9.2 hereof shall terminate with respect to any particular portion of the Confidential Information when the Licensee can prove by appropriate documentation either of the following:  (1) such particular portion was:  (a) previously known to the Licensee as shown by the Licensee's files at the time of the Licensor's disclosure thereof to the Licensee; or (b) already in the public domain at the time of the Licensor's disclosure thereof to the Licensee; or (2) such particular portion entered the public domain through no action of the Licensee subsequent to the time of the Licensor's disclosure thereof to the Licensee.


9.5  Property Rights; Return of Materials.  All Confidential Information and materials, including without limitation, all documents, drawings, models, apparatus, designs, lists, and all types of disks, diskettes, computer memory or storage, or other media, furnished to the Licensee by the Licensor shall remain the property of the Licensor.  Upon the expiration or termination of the License, the Licensee shall return to the Licensor promptly at the Licensee's expense all of the Confidential Information along with all copies made thereof and all materials, documents, or things containing any portion of any Confidential Information.


9.6.  Disclosure to Promisor's Representatives.  Prior to disclosing any Confidential Information to any of the Licensee's Representatives, the Licensee shall notify the Licensor, in writing, of the names of any such person or persons and the relationship of such person or persons to the Licensee; and the Licensee shall not disclose any Confidential Information to such person or persons until such time as the Licensor shall have received from each such person or persons an executed confidentiality agreement containing substantially the same obligations to the Licensor as provided in this Agreement.

SECTION 10.  TERM AND TERMINATION.


10.1  Initial Term.  The initial term of the License shall commence on the date of this Agreement and shall continue for ___________ thereafter, unless sooner terminated in accordance with this Agreement (the "Initial Term").


10.2  Renewal Year.  At the expiration of the Initial Term or any Renewal Year, the term of the License shall renew automatically for an additional year (the "Renewal Year"), unless either party gives to the other party written notice of non-renewal received at least ___ days prior to such expiration.


10.3  Term of the License.  The Initial Term and any Renewal Years, each as may be sooner terminated in accordance with this Agreement, shall be referred to collectively as the "Term of the License".


10.4  Termination Pursuant to Section 3.6.1.  If the Licensee is entitled to and desires to elect to terminate the License pursuant to Section 3.6.1, then the Licensee shall be entitled to terminate the License immediately upon written notice thereof to the Licensor, whereupon the following provision shall apply:  _______________________  ___________________________________________________________________________________________.


10.5  Failure to Pay.  In the event that:  (i) the Licensee fails to pay any amount hereunder when due; and (ii) such amount is not paid within [5] days after the Licensor gives to the Licensee written notice of such failure; then the Licensor shall be entitled to terminate the License immediately upon written notice thereof to the Licensee.


10.6  Material Breach.  In the event that:  (i) the Licensee commits any material breach of any of the representations, warranties, covenants, or obligations contained in this Agreement; and (ii) such material breach is not cured within [30] days after the Licensor gives to the Licensee written notice of such material breach; then the Licensor shall be entitled to terminate the License immediately upon written notice thereof to the Licensee.


10.7  Licensee's Obligations Upon Termination.  Upon any termination or expiration of the License:  (i) the Licensee shall cease immediately all use of the Deliverables and shall return to the Licensor all materials related to the Deliverables in the Licensee's possession or control;  (ii) the Licensee shall cease immediately all use of the Licensed Trademarks on business cards, letterhead, advertising materials and the like; (iii) the Licensee shall notify immediately in writing its Qualified Sublicensees of the termination; and (iv) within __ days after such termination or expiration, the Licensee shall confirm and certify in writing to the Licensor that steps (i), (ii), and (iii) hereof have been taken.

SECTION 11.  GENERAL PROVISIONS.


11.1  Governing Law, Jurisdiction, and Venue.  The rights and obligations of the parties shall be governed by, and this Agreement shall be construed and enforced in accordance with, the laws of the State of California, excluding its conflict of laws rules to the extent such rules would apply the law of another jurisdiction.  The parties hereto consent to the jurisdiction of all federal and state courts in California, and agree that venue shall lie exclusively in Santa Clara County, California.


11.2  Entire Agreement.  This Agreement (including the Exhibits hereto which are incorporated herein by this reference) and any other documents expressly contemplated hereby constitute the entire agreement between the parties with respect to the subject matter hereof[, including the Confidentiality Agreement][, except that the Confidentiality Agreement shall remain in full force and effect].  This Agreement supersedes all prior written or oral agreements, communications, and understandings between the parties with respect to the subject matter hereof.


11.3  Amendment.  This Agreement may not be amended, modified, or supplemented orally.  This Agreement may only be amended, modified, or supplemented by an instrument in writing specifically mentioning this Agreement and signed by the party against whom such amendment, modification, or supplement is sought to be enforced.


11.4  Waiver.  No waiver of any provision of this Agreement shall be effective unless in writing and signed by the party against whom such waiver is sought to be enforced.  No failure or delay by either party in exercising any right, power, or remedy under this Agreement shall operate as a waiver of any such right, power, or remedy.  The express waiver of any right or default hereunder shall be effective only in the instance given and shall not operate as or imply a waiver of any similar right or default on any subsequent occasion.

11.5  Notices.  Any notice, demand, or request required or permitted to be given under this Agreement:  (1) shall be made in writing; (2) shall be addressed to a party at the address of such party set forth on the signature page to this Agreement or such other notice address as such party may request by notifying the other party in writing; and (3) shall be deemed given when:  (i) delivered personally; (ii) sent via registered or certified mail, return receipt requested; (iii) sent via overnight courier; (iv) sent via fax transmission; or (v) sent via email.


11.6  Construction.  If any provision of this Agreement is for any reason held to be invalid, illegal, or unenforceable under applicable law in any respect, then:  (i) such invalidity, illegality, or unenforceability shall not affect the other provisions of this Agreement; (ii) this Agreement shall be construed as if such invalid, illegal, or unenforceable provision were excluded from this Agreement; and (iii) the court in its discretion may substitute for the excluded provision an enforceable provision which in economic substance reasonably approximates the excluded provision.  If any provision of this Agreement is for any reason held to be excessively broad as to duration, geographical scope, activity, or subject, then such provision shall be construed by limiting and reducing it so as to be enforceable to the extent compatible with the then-applicable law.

11.7  Attorneys' Fees.  If any party hereto brings any suit, action, counterclaim, arbitration, or other proceeding relating to the enforcement or interpretation of any of the provisions of this Agreement or relating to the subject matter of this Agreement, then the prevailing party therein shall be entitled to recover a reasonable allowance for attorneys' fees and litigation expenses in addition to court costs.  The "prevailing party" within the meaning of this Section includes without limitation a party who:  (i) agrees to dismiss an action or proceeding upon the other's payment of the sums allegedly due or performance of the obligations allegedly breached; or (ii) obtains substantially the relief that such party seeks.


11.8  Successors and Assigns.  The Licensor may assign this Agreement to any entity formed to take over the business related to the Patent Application.  The Licensee shall not assign this Agreement or any of the rights and obligations hereunder to any third party.  Subject to the foregoing, this Agreement shall be binding upon and inure to the benefit of the parties hereto and their respective successors and permitted assigns.


11.9  Specific Performance; Remedies Cumulative.  The Licensee acknowledges that a breach of this Agreement cannot be adequately compensated for by money damages, and agrees that specific performance is an appropriate remedy for any breach or threatened breach hereof.  The Licensee acknowledges that compliance with the provisions of this Agreement is necessary in order to protect the proprietary rights of the Licensor.  The Licensee further acknowledges that any unauthorized use or disclosure to any third party in breach of this Agreement will result in irreparable and continuing damage to the Licensor.  Accordingly, the Licensee hereby:  (i) consents to the issuance of any injunctive relief or the enforcement of other equitable remedies against it at the suit of the Licensor (without bond or other security), to compel performance of any of the terms of this Agreement; and (ii) waives any defenses thereto, including without limitation the defenses of failure of consideration, breach of any other provision of this Agreement, and availability of relief in damages.  All remedies, whether under this Agreement, provided by law, or otherwise, shall be cumulative and not alternative.


11.10  Counterparts.  This Agreement may be executed in any number of counterparts, each of which shall be deemed an original, and all of which together shall constitute one instrument.


Executed effective as of the date first set forth above.

THE LICENSOR:



COMPANYNAME1, a California corporation







By:













Name:














Title:













Addr:













Fax Number:
(___) ________

THE LICENSEE:




COMPANYNAME2, a __________ corporation







By:













Name:














Title:













Addr:













Fax Number:
(___) ________

[THE LICENSEE:

















(Print Name of Person or Entity)







Signature:












Name of Signer:












Title of Signer:












Print Address:












Fax Number:
(___) ________]

EXHIBIT A TO TECHNOLOGY DEVELOPMENT AND LICENSE AGREEMENT

SCHEDULE OF DELIVERABLES

EXHIBIT B TO TECHNOLOGY DEVELOPMENT AND LICENSE AGREEMENT

SCHEDULE OF MILESTONES

EXHIBIT C TO TECHNOLOGY DEVELOPMENT AND LICENSE AGREEMENT

SCHEDULE OF TRADEMARKS

INSTRUCTIONS FOR USE


All use of the Licensor's Trademarks shall be followed by the "(" symbol, and any brochures or articles using the Licensor's Trademarks shall have the following attribution clause:  "The __________( [or __________( and design] trademark is used under license from COMPANYNAME1."
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